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DETAILED ACTION 

Response to Amendment 

1. Applicant's amendment filed on Sept. 16, 2008 has been entered. No claims were 
amended, cancelled or added. Claims 1-9 and 1 1 are still pending, with claims 1, 7, 8, 9 and 1 1 
being independent. 

Drawings 

2. The drawings arc objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the "storage station comprising a first 
terminal" as shown in claim 9 must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
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pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 9 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 

While the specification along with the figure is enabling for a system comprising of a 
first terminal, second terminal and a storage station, it is not enabling for "a storage station 
comprising a first terminal" as shown in claim 9. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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6. Claims 1, 3-9, 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Johnston 
(US 7,266,591; hereinafter Johnston). 

As to claim 1, Johnston shows a system (Figures 1-6, note system employed in the 
figures) for exchanging voice-packets via an Internet Protocol (abstract; Figure 1 shows 
transmission of packetized voice data in a VOIP environment), the system comprising 

a first terminal (Figure 1, user agent 103) for transmitting said voice- packets via a 
network (Figure 1, IP network) to a second terminal (Figure 1, user agent 101) for receiving said 
voice-packets, which voice-packets form part of a call (Figures 3-5; col. 4, lines 12-35; shows 
that a PC establishes a voice call with another PC where packetized voice data is transmitted 
from the PC (i.e. user agent 103) via the IP network 105 to another PC (i.e. user agent 101).), 

wherein said network comprises a storage-station (Figure 1, content server 107) for 
storing information (col. 7, line 7, content (i.e. music); it is noted that since the media session 
(call) is established in a VOIP environment, the content shown is also seen as digital 
content/information) to be supplied during said call to said second terminal (Figure 4; col. 6, line 
54 to col. 7, line 7; it is shown that the content server 107 can begin transmitting content (i.e. 
music files) to user agent 101 when the music-on-hold feature is activated during a media 
session(call) is in progress) in the form of at least one data-packet via the Internet Protocol 
(Figures 1-2; it is noted that the above components (i.e. user agents, content servers) are 
interconnected through IP using TCP/UDP thereby showing in this instance that the music files 
transmitted by the content server are in the form of packets/frames) in response to at least one 
trigger-packet originating from said first terminal via the Internet Protocol (Figure 1,4-5; col. 6, 
line 54 to col. 7, line 7; it is shown that the content server 107 delivers the music content 
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(claimed storage station) to user agent 101 (claimed second terminal) when user agent 103 
(claimed first terminal) initiates a music call-on-hold procedure by sending a INVITE message 
(claimed trigger packet) to content server 107). 

As to claim 3, Johnston shows said trigger-packet is sent from said first terminal (Figure 
4, user agent 103) to said storage-station (Figure 4, content server 107; it is shown in Figure 4 
that the INVITE message is sent from user agent 103 to content server 107). 

As to claim 4, Johnston shows said information (col. 7, line 7; content from content 
server 107) comprises information-parts (col. 3, lines 49-62; it is noted that the content in the 
content server can be music files, audio files or advertisement messages.), said trigger-packet 
comprising an indication for selecting at least one information-part to be supplied during said 
call to said second terminal (col. 8, lines 1-9; the user agent 103 may select the type of content to 
play to the user agent 101 using, for example, a special SIP header extension, which could be of 
the form "Music-On-Hold: classical" or "Music-On-Hold: http://www.music.com/classical- 
hits.wav" where a URL is used to reference a specific music wave file. This header could be 
either passed on unchanged by the proxy server 109 in the 3 pec INVITE, or the header could be 
translated into a SIP Request-URL). 

As to claim 5, Johnston shows wherein said trigger-packet is sent from said first terminal 
to said second terminal (Figure 4, 405, 407; col. 6, lines 62-64; in step 405, the user agent 103 
transmits an INVITE sdp MS message to the proxy server 109, which forwards the messages to 
the user agent 101), said second terminal in response to said trigger-packet generating a further 
trigger-packet to be sent during said call to said storage-station via the Internet Protocol (Figure 
4, steps 411 onwards; in step 41 1, the user agent 101 sends a 200 OK sdp A message to the 
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proxy server 109; the proxy server 109 relays this message to the user agent 103 and in step 415, 
the user agent 103 forwards an ACK sdp A messages to the content sever 107). 

As to claim 6, this claim is rejected using the same reasoning set forth in the rejection of 
claim 4. 

As to claim 7, Johnston shows a terminal (Figure I, user agent 103) for use in a system 
(Figures 1-6, note system employed in the figures) for exchanging voice-packets via an Internet 
Protocol (abstract; Figure 1 shows transmission of packetized voice data in a VOIP environment) 
and comprising 

said terminal (Figure 1, user agent 103) for transmitting said voice-packets via a network 
(Figure 1, IP network) to another terminal (Figure 1, user agent 101) for receiving said voice- 
packets, said voice-packets forming part of a call (Figures 3-5; col. 4, lines 12-35; shows that a 
PC establishes a voice call with another PC where packetized voice data is transmitted from the 
PC (i.e. user agent 103) via the IP network 105 to another PC (i.e. user agent 101).), 

wherein said network comprises a storage-station (Figure 1, content server 107) for 
storing information (col. 7, line 7, content (i.e. music); it is noted that since the media session 
(call) is established in a VOIP environment, the content shown is also seen as digital 
content/information) to be supplied during said call to other terminal (Figure 4; col. 6, line 54 to 
col. 7, line 7; it is shown that the content server 107 can begin transmitting content (i.e. music 
files) to user agent 101 when the music-on-hold feature is activated during a media session(call) 
is in progress) in the form of at least one data-packet via the Internet Protocol (Figures 1-2; it is 
noted that the above components (i.e. user agents, content servers) are interconnected through IP 
using TCP/UDP thereby showing in this instance that the music files transmitted by the content 
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server are in the form of packets/frames) in response to at least one trigger-packet originating 
from said other terminal via the Internet Protocol (Figure 1, 4-5; col. 6, line 54 to col. 7, line 7; it 
is shown that the content server 107 delivers the music content (claimed storage station) to user 
agent 101 (claimed second terminal) when user agent 103 (claimed first terminal) initiates a 
music call-on-hold procedure by sending a INVITE message (claimed trigger packet) to content 
server 107). 

As to claim 8, Johnston shows a terminal (Figure 1, user agent 101) for use in a system 
(Figures 1-6, note system employed in the figures) for exchanging voice-packets via an Internet 
Protocol (abstract; Figure 1 shows transmission of packctizcd voice data in a VOIP environment) 
and comprising 

another terminal (Figure 1, user agent 103) for transmitting said voice-packets via a 
network (Figure 1, IP network) to said terminal (Figure 1, user agent 101) for receiving said 
voice-packets, said voice-packets forming part of a call (Figures 3-5; col. 4, lines 12-35; shows 
that a PC establishes a voice call with another PC where packetized voice data is transmitted 
from the PC (i.e. user agent 103) via the IP network 105 to another PC (i.e. user agent 101).), 

wherein said network comprises a storage-station (Figure 1, content server 107) for 
storing information (col. 7, line 7, content (i.e. music); it is noted that since the media session 
(call) is established in a VOIP environment, the content shown is also seen as digital 
content/information) to be supplied during said call to said terminal (Figure 4; col. 6, line 54 to 
col. 7, line 7; it is shown that the content server 107 can begin transmitting content (i.e. music 
files) to user agent 101 when the music-on-hold feature is activated during a media session(call) 
is in progress) in the form of at least one data-packet via the Internet Protocol (Figures 1-2; it is 
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noted that the above components (i.e. user agents, content servers) are interconnected through IP 
using TCP/UDP thereby showing in this instance that the music files transmitted by the content 
server are in the form of packets/frames) in response to at least one trigger-packet originating 
from said other terminal via the Internet Protocol (Figure 1, 4-5; col. 6, line 54 to col. 7, line 7; it 
is shown that the content server 107 delivers the music content (claimed storage station) to user 
agent 101 (claimed second terminal) when user agent 103 (claimed first terminal) initiates a 
music call-on-hold procedure by sending a INVITE message (claimed trigger packet) to content 
server 107). 

As to claim 9, Johnston shows a storage station (Figure 1, content server 107) for use in a 
system (Figures 1-6, note system employed in the figures) for exchanging voice-packets via an 
Internet Protocol (abstract; Figure 1 shows transmission of packetized voice data in a VOIP 
environment), the storage station comprising 

a first terminal (Figure 1, user agent 103) for transmitting said voice-packets via a 
network (Figure 1, IP network) to a second terminal (Figure 1, user agent 101) for receiving said 
voice-packets, which voice-packets form part of a call (Figures 3-5; col. 4, lines 12-35; shows 
that a PC establishes a voice call with another PC where packetized voice data is transmitted 
from the PC (i.e. user agent 103) via the IP network 105 to another PC (i.e. user agent 101).), 

wherein said network comprises said storage-station (Figure 1, content server 107) for 
storing information (col. 7, line 7, content (i.e. music); it is noted that since the media session 
(call) is established in a VOIP environment, the content shown is also seen as digital 
content/information) to be supplied during said call to said second terminal (Figure 4; col. 6, line 
54 to col. 7, line 7; it is shown that the content server 107 can begin transmitting content (i.e. 
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music files) to user agent 101 when the music-on-hold feature is activated during a media 
session(call) is in progress) in the form of at least one data-packet via the Internet Protocol 
(Figures 1-2; it is noted that the above components (i.e. user agents, content servers) are 
interconnected through IP using TCP/UDP thereby showing in this instance that the music files 
transmitted by the content server are in the form of packets/frames) in response to at least one 
trigger-packet originating from said first terminal via the Internet Protocol (Figure 1, 4-5; col. 6, 
line 54 to col. 7, line 7; it is shown that the content server 107 delivers the music content 
(claimed storage station) to user agent 101 (claimed second terminal) when user agent 103 
(claimed first terminal) initiates a music call-on-hold procedure by sending a INVITE message 
(claimed trigger packet) to content server 107). 

As to claim 11, Johnston shows a method (Figures 4-5) for use in a system (Figures 1-6, 
note system employed in the figures) for exchanging voice-packets via an Internet Protocol 
(abstract; Figure 1 shows transmission of packetized voice data in a VOIP environment), the 
method comprising: 

transmitting said voice-packets (Figures 3-5; col. 4, lines 12-35; shows that a PC 
establishes a voice call with another PC where packetized voice data is transmitted from the PC 
(i.e. user agent 103) via the IP network 105 to another PC (i.e. user agent 101).) via a network 
(Figure 1, IP network) from a first terminal (Figure 1, user agent 103) to a second terminal 
(Figure 1, user agent 101); 

receiving said voice-packets at said second terminal, wherein said voice-packets form 
part of a call (Figures 3-5; col. 4, lines 12-35; shows that a PC establishes a voice call with 
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another PC where packetized voice data is transmitted from the PC (i.e. user agent 103) via the 
IP network 105 to another PC (i.e. user agent 101).); 

storing information in a storage-station in said network (Figure 1, content server 107 
contains stored music files; col. 7, line 7, content (i.e. music); it is noted that since the media 
session (call) is established in a VOIP environment, the content shown is also seen as digital 
content/ information) ; 

supplying said information during said call to said second terminal (Figure 4; col. 6, line 
54 to col. 7, line 7; it is shown that the content server 107 can begin transmitting content (i.e. 
music files) to user agent 101 when the music-on-hold feature is activated during a media 
session(call) is in progress) in the form of at least one data-packet (Figures 1-2; it is noted that 
the above components (i.e. user agents, content servers) are interconnected through IP using 
TCP/UDP thereby showing in this instance that the music files transmitted by the content server 
are in the form of packets/frames) via the Internet Protocol in response to at least one trigger- 
packet originating from said first terminal via the Internet Protocol (Figure 1, 4-5; col. 6, line 54 
to col. 7, line 7; it is shown that the content server 107 delivers the music content (claimed 
storage station) to user agent 101 (claimed second terminal) when user agent 103 (claimed first 
terminal) initiates a music call-on-hold procedure by sending a INVITE message (claimed trigger 
packet) to content server 107). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnston (US 
7,266,591; hereinafter Johnston) in view of McCormack et al. (US 2002/0136384; hereinafter 
McCormack). 

As to claim 2, Johnston shows said voice-packets comprise at least audio (col. 4, lines 31- 
35, shows a voice call is comprised of packetized voice data). 

Johnston also shows (col. 3, lines 49-62) that the content server is primarily used as a 
music server. However, it can also be seen that the content server can also store advertisement 
messages and since the system of Johnston allows communication of a PC to another PC (col. 4, 
lines 1 1-35), the implementation of transmitting video signals between terminals is not far off. 
Still, Johnston does not specifically show said data-packet comprise at least video. 

However, the above-mentioned claim limitation is well established in the art as evidenced 
by McCormack. McCormack also shows a method of providing media content to callers on hold 
(Figures 1-8, abstract). 

Specifically, Johnston shows data-packet comprise at least video (abstract; shows media 
content being supplied can either be music or video). 

In view of the above, having the system of Johnston, then given the well-established 
teaching of McCormack, it would have been obvious to one of ordinary skill in the art at the time 
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of the invention to modify the system of Johnston as taught by McCormack, in order to provide 
improved quality media content to callers on hold (Par. 0008). 

Response to Arguments 

9. Applicant's arguments, see Applicant's Remarks, filed Sept. 16, 2008, with respect to the 
rejection(s) of claim(s) 1-4, 7-9 and 1 1 under 35 USC § 102(e) as being anticipated by Kung, et 
al. (US 2003/0133358), and claims 5-6 under 35 USC § 103(a) as being unpatentable over Kung 
in view of Girard (US 2002/1076404) have been fully considered and are persuasive. Therefore, 
the rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of: 

• Claims 1, 3-9, 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Johnston (US 7,266,591; hereinafter Johnston). 

• Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnston (US 
7,266,591; hereinafter Johnston) in view of McCormack et al. (US 2002/0136384; 
hereinafter McCormack). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

US 6,683,938 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REDENTOR M. PASIA whose telephone number is (571)272- 
9745. The examiner can normally be reached on M-F 7:30am to 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on (571)272-73 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Aung S. Moe/ /Redentor M Pasia/ 

Supervisory Patent Examiner, Art Unit 24 1 6 Examiner, Art Unit 24 1 6 



